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Specification 

1 . The specification is objected to because of the following informalities: on page 20 the 
forth line from the bottom, the word 'BS' should be changed to 'SB 5 . 

Appropriate correction is required. 

Claim Rejections - 35 USC §101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 21 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. This claim is computer related processes which do not have any 
physical transformation outside the computer nor be limited to a practical application. 

Claim Rejections - 35 USC § 102 

3 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1,10, and 22 are rejected under 35 U.S.C. 102(b) as being anticipated by Lane 
(US Pat. No. 5,740,307). 

Regarding claim 1, Lane discloses a magnetic tape tracking control apparatus for 
controlling tracking of tracks on a magnetic tape by a rotary head, comprising: 
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a first generating (see fig.l tuner/demodulator/trellis decoder/ deinterleaver R-S decoder (104)) 
means for encoding an inputted video signal to generate said video data (normal play) (see col. 3 
lines 31-36, col. 4 lines 1-9 and col. 7 lines 26-32); 

a second generating (see data selection circuit (108) in fig. 1) means for generating search 
video data (trick play) on the basis of said video said first generating means (see col. 5 lines 33- 
38); and 

a recording means for recording, on said tracks said video data generated by said first 
generating means (see col. 4 lines 14-23), said search video data generated by second generating 
means (see col. 16 lines 52-56 and abstract lines 4-7) and positional information associated with 
a recording position of said search video data (see col. 5 lines 1-14 and lines 31-43, col. 6 lines 
31-43 and 61-65). 

Claim 10 is rejected for the same reason as discussed in claim 1 above. 

Claim 22 is rejected for the same reason as discussed in claim 1 above. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 2, 3, and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lane 



in view of Rijckaert (US Pat. No. 6,539,165). 
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Regarding claims 2 and 3, claims 2 and 3 differ from Lane in that the claims further 
require recording means records said video data in a unit of a sync block having a predetermined 
length and said positional information to a sync block which is different from a position of said 
search video data, and records said positional information to a subcode. Although Lane fails to 
disclose a unit of a sync block having a predetermined length and said positional information to a 
sync block which is different from a position of said search video data, Lane discloses the length 
of the sync block is predetermined (see col. 10 lines 45-57 and col. 20 lines 7-25). 

In the same field of endeavor Rijckaert discloses recording means records said video data 
in a unit of a sync block having a predetermined length (see col. 4 lines 29-40). Rijckaert further 
discloses the position of the video data is different from the position of search video data (see 
col. 5 lines 3-32). Rijckaert further discloses recording means records said positional information 
to a subcode (see col. 4 lines 12-15). Therefore in light of the teaching in Rijckaert it would have 
been obvious to modify Lane by providing different position for the video data and the search 
video data and record positional information to a subcode in order to reproduce the data at the 
record carrier speed (see Rijckaert col. 5 lines 3-12). 

Claim 23 is rejected for the same reason as discussed in claim 2 and 3 above. 
7. Claims 4-9 and 13-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lane in view of Kawamura (US 2001/0041055). 

Regarding claim 4, claim 4 differ from Lane in that the claim further requires a first 
generating means for generating a first number corresponding a position of said tracks; second 
generating means for generating a second number corresponding a position of one of said tracks, 
recorded with search video data; and a comparing means for comparing said first number with 
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said second number to control tracking on the basis of a result of the comparison. Although Lane 
does not specifically discloses comparing means for comparing said first number with said 
second number to control tracking on the basis of a result of the comparison, lane discloses first 
generating means for generating a first number corresponding a position of said tracks (see col. 
14 line 63-col. 15 line 3). Lane further discloses second generating means for generating a 
second number corresponding a position of one of said tracks, recorded with search video data 
(see col. 14 lines 51-56). 

In the same field of endeavor Kawamura discloses a first generating means for generating 
a first number corresponding a position of said tracks (see paragraph 0131 lines 1-4); second 
generating means for generating a second number corresponding a position of one of said tracks 
(see col. 9 paragraph 0131 lines 5-7) , recorded with search video data; and a comparing means 
for comparing said first number with said second number to control tracking on the basis of a 
result of the comparison (see col. 9 paragraph 0131 lines 7-11). Therefore it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify Lane by 
providing a comparator in order to move the pick up toward the specified track number. 

Regarding claim 5, Lane discloses second generating means comprising, a counting 
means for counting clocks (PCR values) (see col. 5 lines 14-15 and col. 7 lines 62-65); 

a detecting means for detecting a track recorded with said search video data (see col 5 
lines 14-15 and col. 7 lines 62-65) ; and 

first setting means for setting count value of said counting means on the basis of a 
detection result by said detecting means (see col. 5 lines 14-19, the counted values are set). 
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Regarding claim 6, Lane discloses rotary head comprising a first head capable of 
reproducing said search video data and a second head incapable of reproduction (see col. 4 lines 
14-23); and 

said second generating means further comprising a second setting means for setting count 
value of said counting means on the basis information reproduced from said magnetic tape 
through said second head (see col. 5 lines 1-19 and col. 7 lines 44-46). 

Regarding claim 7, Lane discloses second generating means further comprises a second 
setting means for setting, on the basis of the count value of said counting means and reproduced 
information from said track recorded with said search video data, the count value of said 
counting means (see rejections of claims 5 and 6 and col. 3 lines 50-54 and 59-67 and col. 5 lines 
1-19). 

Regarding claim 8, Lane discloses reproduced information from said track recorded with 
said search video data is reproduced information that is obtained when the count value of said 
counting means is value which corresponds to said track recorded with said search video data 
(see col. 8 lines 52-67). 

Regarding claim 9, Lane discloses the reproduced information from said track recorded 
with said search video data number recorded on said track (see col. 8 lines 52-67), and 

said second setting means sets the count value of said means on the basis of a difference 
between the count counting value said counting means and said number (see col. 9 lines 4-32). 

Claim 13 is rejected for the same reason as discussed in claim 4 above. 

Claim 14 is rejected for the same reason as discussed in claim 5 above. 

Claim 15 is rejected for the same reason as discussed in claim 6 above. 
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Claim 16 is rejected for the same reason as discussed in claim 7 above. 

Claim 17 is rejected for the same reason as discussed in claim 8 above. 

Claim 18 is rejected for the same reason as discussed in claim 9 above. 

Claim 19 is rejected for the same reason as discussed in claim 4 above. 
8. Claims 11, 12, 20, and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lane. 

Regarding claims 1 1 and 12, the limitations in claims 1 1 and 12 can be found in the 
apparatus claim 1. However claims 1 1 and 12 further require a recording medium storing a 
computer readable program, and causing a computer for controlling tracking of tracks on a 
magnetic tape by rotary head to execute steps as claimed in claim 1 . Official notice is taken that 
it is well known in the art to embody inventions in software to be executed by a computer. 
Therefore, it would have been obvious to one of ordinary skill in the art to modify the teaching 
of Lane by having a record medium capable of being read by a computer tangibly embodying a 
program causing the computer to execute the steps of the apparatus claim. The motivation for 
having a recordable by a computer is that such a method can be easily enhanced and executed 
multiple times. 

Regarding claims 20 and 21, the limitations in claims 20 and 21 can be found in 
apparatus claim 4. However claims 20 and 21 further require a recording medium storing a 
computer readable program, and causing a computer for controlling tracking of tracks on a 
magnetic tape by rotary head to execute steps as claimed in claim 4. Official notice is taken that 
it is well known in the art to embody inventions in software to be executed by a computer. 
Therefore, it would have been obvious to one of ordinary skill in the art to modify the teaching 
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of Lane by having a record medium capable of being read by a computer tangibly embodying a 
program causing the computer to execute the steps of the apparatus claim. The motivation for 
having a recordable by a computer is that such a method can be easily enhanced and executed 
multiple times. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHIBRU, HELEN whose telephone number is (571) 272-7329. 
The examiner can normally be reached on M-F, 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's primary, 
NGOC Y. VU can be reached on 571 272 7320. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Helen Shibru 
September 19, 2005 



